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REMARKS 

This response is submitted in lieu of a response to Office Action dated November 3, 
2000, in the Parent Application (Serial No. 09/163,723, filed 09/30/98). A copy of an extension of 
time of three months (Paper No. 13) in the Parent is also included. In Appendix I is a clean copy of the 
claims including any amendments (37 CFR §1.121). 

1. Status of the Claims 

The action in the Parent was very thorough and resulted in the allowance of no claims, 
although all claims were found free of prior art. Claims 1-9 and 34-36 were rejected there for alleged 
indefiniteness. Finally, all claims were rejected there for alleged obviousness-type double patenting, 
provisionally, over U.S. Patent Application 09/280,178 (now U.S. Patent 6,183,665), and non- 
provisionally, over U.S. Patents 5,888,419, 5,741,437, 5,739,327, and 5,959,104. 

4. Indefiniteness Rejection 

The action in the Parent rejected Claims 1-9 and 34-36 for indefiniteness. Per the 
Examiner's helpful suggestions in the Parent Office Action, Claims 1 and 34 were appropriately 
amended and should be allowable. Claims 1-9 and 35-36 depend, respectively, from Claims 1 and 34, 
and should similarly now be allowable. 

7. Alleged Double Patenting 

Claims 1-11 were also rejected in the Parent as allegedly violative of the judicially 
created doctrine of obviousness-type double patenting over the Claims 1-24 of co-pending Serial 
No.09/280,178 (now U.S. Patent 6,183,665). 

The claims were also non-provisionally rejected over issued U.S. Patents 5,958,289, 
(Claims 1-5) 5,888,419 (1-16), 5,741,437 (4-26), 5,739,327 (1-12) and 5,959,104 (1). 

In this continuation, Applicants take the rejections as being over all of these patents 
(including U.S. Patent 6,183,665) for non-provisional double-patenting. All of these rejections are 
believed inappropriate and unnecessary. 
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First, the law of double-patenting explicitly notes that to reject claims, the second case's 
claimed invention is an obvious modification, or mere variation, of the claimed invention in the first 
case. In re Goodmen , 29 USPQ2d 2010 (Fed. Cir. 1993). Absent this test, there is no double- 
patenting. In addition, all of the references here have filing dates contemporaneous to either this 
application's earliest priority date (November 29, 1996), and relate back to the earliest priority ancestor 
Serial No. 08/475,292 (now U.S. Patent 5,739,327). But none of these references claims the salts 
(Claims 1-9 and 31-33), composition (Claims 10-19, 20-30) or process (Claims 34-36) in which either 



obviates the rejection. ( A T 



a sulfate, bisulfate^tosyiate, or mixtures of sulfate and bisulfate are present. This factual difference 

A . 

There is lastly a policy reason for removing the rejection. As is known, the Uruguay 
Rounds Act of the General Agreement on Tariff and Trade (the "URA" and the "GATT", 
respectively), amended 35 U.S.C. §154, providing that patent terms for cases filed after June 8, 1995, 
would receive a term of no more than twenty years from the earliest patent application upon which the 
patent application at bar had relied on under 35 USC 120, 121 or 365(c). 



Clearly, the goals of the URA and the double patenting-obviousness type are in conflict. 
O Since the URA already requires essentially simultaneous expiration as the earliest -to- expire patent 
p (U.S. 5,739,327), then the rationale for the obviousness-type double patenting policy is rendered 
ineffective and is merely an additional burden on Applicant. 

It is therefore submitted that the obviousness-type double patenting rejection is 
overcome, factually, and on policy grounds. 
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CONCLUSION 

As a result of the foregoing amendments to the specification and claims, it is respectfully 
submitted that allowable subject matter has been defined and claimed. Favorable consideration is 
courteously urged. If the next action is other than to allow the claims, the favor of a brief telephone 
interview is requested. 



Respectfully submitted, 
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